1 DocKet Number {OpSfonst} 

PRE-APPEAL BRIEF REQUEST FOR REVIEW ,^ 

r/<64(V.! 


! iiefefoy c«rttfy that this correspondence is being dspositerf with She 
United States Posta! Serviiss wiffi sufticient posSage as first dass maii 
m an eoveiope sdcirssssci to ■ Mai! Stop AF^ Gommissiofier tor 
Patents, P.O. Box 1450, Atexancfria, VA 22313-1450- f37 CFR 18(a)3 


AppticaSiort Number 
1^590,645 


Filed 

August 25, 2006 


on 


First Naniect Invemof 






Signature. 


Veldhuiz&n 








Art Unit 




TypeiS Of pftnled 

name 


17S9 


Thuy Tranlien 



Applicant requests revf^/of the firtai rejectioti irt the above-identified ^pitcation. No at^endments are beii^g fifed 
with this request. 



This request is being filed with a notice of appeaS. 



The review is requested for th© ; eason{s) seated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



i — : /Gerard J. McGowan, Jr,/ 

i i appsicant/'inventor. : : : : 

^ ■■ Signature 

n assigrsw yt jecoil of the enSwinteiMl _ Gerard J. McGowan. Jr. 

(Form PTO/SB/96) Typed or printed; name 

[/] atfomey or agenl of reoord. „q ^ 201-894-229? 

Registtswoft numS>er - — - 

Ti?ieptTf)ne number 



□ 



. forrris ar« submitted. 



f f>is ('..•'ilsKior. ...t ,n?»;-ni;tt:C!i ii- by L: ^ C 1 ■>2 l he information !8 !«>qu«%tt to obtsm «r retain a Sjenefit by tSf? piMic-. ,vt.<'.(-; i? t<^ h:^ , sr\1 

tor. r , t-^M ' 1 n 51 > J i L>SC 122 ami 37 CE-^ SP t M a<)£i 41 6 "^his eostet'oi v t-s it J f : 

corapts.;*, .ff.itiiiir.g r^.j.m,rfir!g. pmufninQ. -ana .su&nntting t.h» toffspfeied application form to ths.USPTO, Time «fi(t wary <J«psnrting utxic. the. inrfsvscius 
f:omm«ini yii tne ansouns of iims v<.mj tsKjuira lo cotnpiefss form and'Of stiggaafwns fijt reducing thts. ljufden. shoiitd fee senl to the ■:;(•<«( i-iwr-'tu 
U.S. Patent ar,fl Trattemsrx (»!Ce U S. OsSartmsnt af C.ommK». P.O: gox 1450. Atejcandrla. DO NOT SEND FEES OR C 

FOriWSTO THSS ADDSesS SEND TO: MfjBStop AF, CommiSftJonof fw Patents, P.O. Box 14S0, Alexanttrta, VA 22313-145{1. 



rfyou J5etn? as.V!SSi!fJs;« m twsweting fom>. c«f; f -8i»-prO-9^99 sate opfion ? 



Privacy Act Statement 



T;-!e Privacy Act of 1974 (P,L, 93-578) fequires n;;-;-, yOu be gi-zen ceita=:\ "ifofincjttor- :r; ccr-!-ieci:oo 
with your submission of the attached iarm related to a patent application or patent. Accordingly, 
pursuant to tiie requsmn-ienis of the Ac;, please be adviseo tnai ■. ■! ; the gsnerai ai-stnonty for the 
coiiection of this information Is 35 U.S C. 2{b){2); (2) furntshing of tne inforfnatlon solicited is voluntary; 
and (3) the princtpa! purpose for which the infomfation is used by the U.S. Patent and Trademark 
Office is lo process afi(J/ar examine your submission related to a patent appiication or patent, if you do 
not furnish the requested information, tf^e U.S. Patent end Trademark Offtoe may not fce abie to 
process and/or examine yoor sobmission, wiiich may resutf sn termination of proceedings or 
abandonment of the appiication or expiration of the patent. 

The Information provided by you in this forsn wiii be subject to the foliowing routine uses' 

1 . The information on this form wlli be tieated conffdentialSy to the extent allowed under the 
Freedom of infon-natior^ Act {5 U.S.C, 552) and the Privacy Act (5 U.S C 552a). Records from 
this systern of records nsay be disclosed to the Depastment of Justice lo cietefmine whether 
disclosure of these records is required by the Freedom of iiiformation Act. 

2. .A record 'rom thiS system of records may be disciosed, as a routine use, in the course of 
presenting evidence to a coud, magistrate, or administfative tnbunai, including disciosuros to 
opposing counsel in the course of settlement negotiations. 

3. A record jn this system of records may be disclosed, as a routine use. to a Metntser of 
Congress submitting a request sovolvincj individual to who^n the tecoid peifasr-.'j, vvhen the 
indtvidyai has requested assistance frc-T; tSK-: ^^.^.-irshei- vvith iespect to the subject n-satter of the 
record. 

4. A record in this system of records may be disctossd. as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information siiali be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 6 U.S.C. 552a(m). 

5 A record related to an international Appiication filed under the Patent Cooperation Treaty in 
Uiis sysien; o! iccofds ;i!ay !;>e disclosed as a roi;t!ri(; use, to the Intsrfjatiorjai Bureau of the 
World inteiiectuai i'soperr-y CVgan:,-.:-iu;,n. pu!s.uant to the Patent Cooperation Treaty, 

6. A record in this system of records may be disctosed. as a routine use. to another federa! 
agency for purposes of National Securtty revtew (35 US.C 181) and for revtev/ pursuant to 
the Atomic Energy Act (42 U.S.G. 218(g}), 

7 A record from *his system of records may be dfsciosed as a routne use *o the Admtnsttator 
Genera! Servws o " je<5fg --ee <" -^n nsptr lor i efo -"^ ro du<"tod tv ^^SA as> 
part of that p-^c i ' w ^ i i ^ m kjp 
practices a'^'c V j<i < i iv 44 ^ ^ s ^ . . ^ e ^'^as 
be made tn ac>.P! la ice with she Gi^A .egLlations gc ve ning « tspection c"^ ecords for tb,s 
purpose, and any other relevant {1,0., GSA or Commerce) dtrectsve Such dfs«o$yre shaff not 
be used to make determmatfo^^3 about indtvsduaiS: 

8 A reccd f om this system of records may be disclosed as a routine use to the public after 
e'*h<="^ Oiib -"sfion of 'he app(tca*!on pur'juart to 35 U S C 122ib) o<- ssuance of f paten* 

PL,' -.anMc'^SJSC 1^1 ^u^'^e'- a f=""ord mav be disclosed suhjec % he iitni a'mns o 37 
CFP 1 14 a' a '01 !r^v<so lot'^t j:.ubiici* the tecord was filed n an aopiicaton whsch 
bec3''i€ fibj"" ""oneJ ot in v/htch She pioc-^edings wete tp-'mtnated t('id wt'icii :(pp>n..aton is 
ff*e epcf r I'he .-■» cub! sjhe i app* "afson an ■applh.ation oper *o public nspei,S on 0 a "> 
issueo patent. 

9 a ioci-^'d from 'his sysstetn of teco'-ds miay be disclosed as a routine use to a !■ edera! State 
or ioca! law eiforcement agency if the LSP^O becomes aware of a vnoiatton or potential 
Violation of law or reguiatfOft< 



Altomey Docket No, . F7764{V) 

Serial Ho.: 10/590,645 

Filed: August 25, 2006 

Confirmation No.: 1494 

Sir 

In response to the Office Action mailed September 27, 2011, please consider the 
following remarks. 

The Gommlssioner is hereby authorized to Charge any additionai fees, which may be 

required to our deposit account No. 12-11 55, inciuding all required fees under: 37 C.F.R. 
§1,16; 37C.F,R, §1.17; 37C.F.R. §1.18; 37 C.F.a §1.136. 

Remarks/Arguments begin on page 2 of this paper; 



1 



REMARKS 



Recon^idersitioh of the application is respectfuHy requested in vi^w of the foHowthg 
remarks. 

The present invention is directed to the discovery that bakery products containing a 
stero! and/or stanoi ester, in combination with a seiected emulsifier, show reduced 
staling oh storage. Th0 Office points to ho teaching from which this discovery wotild be 
expected nor to any composition which anticipates the claim. 

As recited in claim 10, the invention comprises a bakery product having flour and from 
0.5-1 5 wt% on flour of sterol and/or stano! fatty acid ester. The bakery product further 
inciydes from 0.1-1% by weight of emuisifleron fiouf. The emulsifier is one or more of 
a group of emuisifiers recited in ctaim iO, 

The Qlfice rejects the clairhs as obvious over Yuan et ai. Yuan et ai. disclose a sterol 
composition which includes emulsifier and mentions approximately 25 different types of 
products in which it rnay be used. However, Yuan et af. do not provide any formulas for 
most of their suggested products, whereas the present claims recite specific levels of 
the sterol/stanol and emuisifier on fiour. Therefore, it Is difficult to see how the present 
invention could be considered prrma fac/e obvious In view of Yuan e^ al. since Yuan et 
ai. do not appear to discuss flour in their products or levels thereof . 

The Office uses Karppanen et ai. "as evidence" in the Yuan et aS. obvioiusness 

rejection. Exa.mple 1 of Karpoanen et ai. is entitled white bread" and includes wheat 
flour, plant sterols and some emuisifiers. The Office presents calculations to show that 
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use of the Yuan et al ingredient in Karppanen et al.'s bread would bring one of ordinary 
skiil within the levels recited within the present claims. However, the calcufations 
appear to be flawed. 

The Office points to the presence of 30 kilograms of flour in Karppanen et al. However, 
in [0026], Karppanen et aL include 7.5 kilograms wheat flour in a premix and in 
paragraph [0027] the ingredients listed are added to the premix. Therefore. It appears 
that the 30 Kilogranr^s of wheat fiour referenced by the Office is added to the premix. so 
that the 30 kilogram figure is not correct. 

The Office makes two calculations. In the first, the Office assumes that Yuan eiai's 
percentage by weight for the ingredient in the product (see column 6.. second full 
paragraph) is by weight only of flour. Although applicants use weight percent on flour, 
applicants specificaljy indicate on flour . In contrast, the Office points to no indication 
that Yuan et al. intend weight percent on flour so it Is submitted that wt% in the entire 
product is called for. 

The DfRce's second calculation (see top of page 4 in Office Actior> of September 27, 
2011), is based on the weight percent of the Yuan et al, ingredient applied to the overall 
Karppanen et al, product, not Just flour. However, the Office then considers the weight 
percent of sterol ester and emulsifler on the pverali product Instead of on Hour as 
recited in present c\am 10. Even thoMgh wt % on the fiili product should be considered 
when trying to apply Yuan et al's teachings as to the level of their ingredient in another 
reference in accordance with Yuan'sleachlngs, when trying to compare the combined 
references to the present claimed: levels of sterol ester and emulsifier . the claimed: 
weight percent on ilout needs tp be used. Thus, either way, erroneous results are 
obtained. 
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The Office points to the teaching of 1 wt% emulsifter by Yuan et ai. The total white 
bread of example 1 of Karppanen appears to inctude 68,7 kilograms of ingredients, 1% 
of 68.7 js 0.687 kiiograms of emulsifier presumably added In the Yuan et ml ingredient. 
Even ignoring the extra emulsifier present in the "FORMAT" component of the 
Karppanen et al. white bread, dividing 0.687 by 37.5 kilograms of wheat flour (total of 
both the top and the bottom boxes of example 1 ) results in 1 ,8%. 1.8 exceeds the 1% 
recited in claim 10. Similarly, as to sterois/stanolS: 20% of 68.7 is 13.7; 70% of 13.7 is 
9.6, 9.6 divided by the level of wheat flour in example 1 is 25.6%, which exceeds the 
15 wt% recited in claim 10. Therefore, the levels seleeted by the Office do not appear 
to result in products vyithin applicants* claims. 

Even if it is possible to select levels within the ranges of Yuan et al. which could be 
chosen to result in products within applicants claimed ranges, It is submitted that this 
hindsight reconstruction is not permitted by the patent laws. 

In addition, the Office indicates that the unexpected result disclosed In the present 
specification is Inherent in Yuan et al. As pointed out above. Yuan et af. do not disclose 
compositions for most of their laundry list of potential products. Therefore, it is difficult 
to see how Yuan et ai. teaches any product within the claims, especially that Yuan et ai. 
could inherently produce the same resMfts, MGreoyer, the rejection is based on 
obvioushess and the Office pQints to no authority Indicating that inherency is a relevant 
factor in obvidushess. 

Since the Office has hot found appUcants' eomposltion disclosed in Yuan et al., since 
the Office does not present a prima facie case of obviousness and since the Office has 
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not derhonsitrated that the results Gbtained are expected, it is respectfuiiy requested 
that the rejectfen be withdrawn. 

Respectfully submitted, 
/Gerard J. McGowan, Jr./ 

Gerard J. McGowan, Jr. 
Registration No. 29,412 
Attorney for Appiicant(s) 

GJM/mpl< 
(201) 894'2297 
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